
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Vupnia 2231 3-14S0 
www.u!qno.gDv 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



I0/765»298 



01/26/2004 



7590 



07/26/2004 



Anderson & Morishita, L.L.C. 
Suite 102 

2725 S. Jones Blvd. 
Las Vegas, NV 89146 



Leslie H. Lazareck 



LAZARECK04-01 



9197 



EXAMINER 



CARTER, MONICA SMITH 



ART UNIT 



PAPER NUMBER 



3722 

DATE MAILED: 07/26/2004 



Please find hclov/ and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev, 10/03) 



Office Action Summary 


Application No. 

10/765.298 


Applicant(s) IJ 

LAZARECK ET AL // 


Examiner 
Monica S. Carter 


Art Unit 

3722 





-- Tho MAILING DATE of this communication appears on the cover shoot with the correspondence address," 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 26 January 2004 . 
2a)n This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for fonnal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 1-20 is/are pending in the application. 

4a) Of the above claim(s) 14-20 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) M Clalm(s) ills is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: aO accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a}. 
Replacement drawing sheet(s) Including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 1 1 9 

12) 0 Aclcnowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (0- 
a)n All b)n Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) S Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-413) 

2) D Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) 13 Information Disclosure Statement{s) (PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(syMail Date 1/30/04 . 6) □ Other: . 
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PTOL-326 (Rev. 1-04) 
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DETAILED ACTION 
Election/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1 -1 3. drawn to a customized book, classified in class 281 , 
subclass 15.1. 

II. Claims 14-20. drawn to a method of manufacturing a customized book, 
classified in class 715, subclass 517. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions Group I and II are related as process of making and product made. 
The inventions are distinct if either or both of the following can be shown: (1) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case the customized book can be made by a 
materially different process not requiring a data processor, such as a manual 
scrapbooking process or the like. 

3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

4. During a telephone conversation with Robert Ryan Morlshita on July 21 , 2004 a 
provisional election was made without traverse to prosecute the invention of Group I, 
claims 1-13. Affirnnation of this election must be made by applicant in replying to this 
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Office action. Claims 14-20 are withdrawn from further consideration by the examiner, 
37 CFR 1 .142(b), as being drawn to a non-elected invention. 

5. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the cunrently named inventors Is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .17(1). 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 1 01 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 1-13 are rejected under 35 U.S.C. 101 because the claimed invention is directed 

to non-statutory subject matter. A mere arrangement of printed matter, though 

seemingly a "manufacture," Is rejected as not being within the statutory classes. See in 

re Miller, 418 F.2d 1392, 164 USPQ 46 (CCPA 1969); Ex parte Gwinn, 112 USPQ 439 

(Bd. App. 1955): and In re Jones, 373 F.2d 1007, 153 USPQ 77 (CCPA 1967). In the 

present application, the claimed printed matter set forth a mere arrangement of printed 

matter that is not functionally related to the substrate and, therefore, does not 

distinguish the invention from prior art in terms of patentability. Although printed matter 

must be considered, In this situation. It Is not entitled patentable weight. The printed 

matter claimed herein conveys no meaningful Information In regard to the substrate they 

are arranged on and do not require any size relationship of the substrate, and do not 
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require any particular substrate to effectively convey the information. Accordingly, there 
being no functional relationship of the printed material to the substrate, as noted above, 
there is no reason to give patentable weight to the content of the printed matter which, 
by Itself, is non-statutory subject matter. 



Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

8. Claims 1-5 are rejected under 35 U.S.C. 102(b) as being anticipated by D' Andrea 
(5,238,345) or (5,478,120). 

D'Andrea discloses a customized book comprising composite text (34, 36, 38, 40 
- a mixture of generic text (34 and 36) and personalized text (38 and 40) and at least 
one customized illustration (the combination of 14 and 16 provide a customized 
illustration). 

The composite text being fomried from customized text integrated into fixed text 
and the customized illustration being generated from customizing image data do not 
structurally limit the claim. The patentability of a product does not depend on its method 
of production. Product-by-Process claims are not limited to the manipulations of recited 
steps, only the structure implied by the steps. (See MPEP 21 13) In this case, D'Andrea 
discloses the claimed structure as set forth above. 
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Regarding claim 2, the customized book further comprises at least one fixed 
illustration (14). 

Regarding claim 3, the fixed illustration being selected from a plurality of fixed 
illustrations, does not structurally limit the claim. The patentability of a product does not 
depend on its method of production. Product-by-Process claims are not limited to the 
manipulations of recited steps, only the structure implied by the steps. (See IVIPEP 
21 13) In this case, D'Andrea discloses the claimed structure as set forth above. 

Regarding claim 4, the customized book further comprises at least one 
composite illustration (the mixture of generic graphic indicia 14 and personalized 
graphic indicia 16 form a composite illustration as well as a customized illustration). 

Regarding claim 5, the fixed text being selected from a plurality of fixed texts, 
does not structurally limit the claim. The patentability of a product does not depend on 
its method of production. Product-by-Process claims are not limited to the manipulations 
of recited steps, only the structure implied by the steps. (See MPEP 21 13) In this case, 
D'Andrea discloses the claimed structure as set forth above. 

Claim Rejections - 35 USC § 103 
9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prbr art are such that the subject matter as a whole would have been obvious at the time the 
Invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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10. Claims 6-1 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
D'Andrea('345)or('120). 

Regarding claims 6-9, 12 and 13, D'Andrea discloses the claimed invention 
except for the specific anrangement and/or content of indicia ("said fixed texts includes n 
fixed text components selected from a plurality of m fixed text components wherein 
m>n", "image data comprise selections of stock features" and "image data comprise 
digital image data") set forth in the claims. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to provide any required 
indicia in the book, since it would only depend on the intended use of the assembly and 
the desired information to be displayed. Further, it has been held that when the claimed 
printed matter is not functionally related to the substrate it will not distinguish the 
invention from the prior art in ternns of patentability. In re Gulack, 217 USPQ 401, 
(CAFC 1983). The fact that the content of the printed matter placed on the substrate 
may render the device more convenient by providing an individual with a specific type of 
customized book does not alter the functional relationship. Mere support by the 
substrate for the printed matter is not the kind of functional relationship necessary for 
patentability. Thus, there is no novel and unobvious functional relationship between the 
printed matter and the substrate which is required for patentability. Furthermore, the 
patentability of a product does not depend on its method of production. Product-by- 
Process claims are not limited to the manipulations of recited steps, only the structure 
implied by the steps. (See MPEP 211 3) 
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Regarding claim 9, D'Andrea disclose fixed text (34, 36); at least one fixed 
illustration (14); customized text (38, 40); and at least one customized illustration (the 
combination of generic graphic image 14 and personalized graphic image 16 provide a 
customized illustration). 

The fixed illustration being selected from a plurality of fixed illustrations, the 
customized text being integrated into the fixed text and generated from customizing 
data and the customized illustrations being generated from customizing image data do 
not structurally limit the claim. The patentability of a product does not depend on its 
method of production. Product-by-Process claims are not limited to the manipulations of 
recited steps, only the structure implied by the steps. (See MPEP 21 13) In this case, 
D'Andrea discloses the claimed structure as set forth above. 

Regarding claim 10, the customized book further comprises at least one 
composite illustration (the mixture of generic graphic indicia 14 and personalized 
graphic indicia 16 form a composite illustration as well as a customized illustration). The 
composite illustration being formed from at least one customized illustration integrated 
into at least one fixed illustration does not structurally limit the claim. The patentability of 
a product does not depend on its method of production. Product-by-Process claims are 
not limited to the manipulations of recited steps, only the structure implied by the steps. 
(See MPEP 21 13) In this case, D'Andrea discloses the claimed structure as set forth 
above. 

Regarding claim 1 1 , the fixed text being selected from a plurality of fixed texts, 
does not structurally limit the claim. The patentability of a product does not depend on 
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its method of production. Product-by-Process claims are not limited to the manipulations 
of recited steps, only the structure implied by the steps. (See MPEP 21 13) In this case, 
D'Andrea discloses the claimed structure as set forth above. 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited references disclose customizing books. 

1 2. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Monica S. Carter whose telephone number is (703) 305- 
0305. The examiner can normally be reached on Monday-Thursday (6:30 AM - 4:00 
PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrea L. Wellington can be reached on (703) 308-2159. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Infomnation Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications Is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

July 23. 2004 




